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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-4, 12-15, 20-24 and 30-32 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Re claims 1 and 15, claim lines 1 and 2: The preamble make reference to a 
method of "identifying characteristics or properties of molecules"; however, the body of 
the claim fails to provide a connection between scanning the nanocodes and identifying 
characteristics or properties of the molecules. 

Re claim 20, claim line 1 : The preamble make reference to a method of 
"identifying characteristics or properties of molecules"; however, the body of the claim 
fails to provide a connection between scanning the nanocodes and identifying 
characteristics or properties of the molecules. Scanning a structure does not 
necessarily lead to identification. Applicant has apparently misconstrued the examiner's 
arguments that "scanning can be used to generate characteristics or properties of the 
molecules" rather than identification as a invitation to add such language to the 
preamble. In either instance, as originally claimed or as amended, the body of the 
claims does not provide a step correlating scanning a molecule with a process of 
identifying the molecule. If applicant wishes to provide an identification type preamble, 
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than applicant is required to add this limitation to the claim in order to receive 
consideration of the preamble. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

4. Claims 1-3 and 12-15 are rejected under 35 U.S.C. 102(a) as being anticipated 
by US 2003/0033863 (Ashby et al.). 

With respect to the limitations of claim 1 , the reference to Ashby et al. discloses 
an atomic force microscope for use in screening potential interactions between 
biological molecules comprised of an array of scanning probe tips, as shown in Figure 
8; and an analyzer coupled to the scanning array. As to the limitation of providing an 
array that is "capable of scanning nanocodes", the examiner argues that given that the 
device of Ashby et al. is an atomic force microscope used to measure on the atomic 
level, the array of Ashby et al. would inherently have the capability of measuring 
nanocodes, as it does with measuring small molecules and proteins, among the rjiany 
other uses available to an atomic force microscope. 

With respect to the limitation of claim 2, the reference to Ashby et al. would again 
have the inherently capability of measuring friction characteristics. 
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With respect to the limitations of claim 3, the reference to Ashby et al. discloses 
an atomic force microscope comprised of an array of two or more scanning probe tips, 
as shown in Figure 8. 

With respect to the limitation of claim 12, the reference to Ashby et al. would 
again have the inherently capability of measuring DNA molecules. 

With respect to the limitation of claim 13, the reference to Ashby et al. appears to 
discloses means for holding a sample (20). 

With respect to the limitation of claim 14, since the reference to Ashby et al. 
would have the inherent capability of scanning nanocodes, the array would also have 
the inherent capability of measuring molecular assay labels. 

With respect to the limitations of claim 15, the reference to Ashby et al. discloses 
an atomic force microscope for use in screening potential interactions between 
biological molecules comprising: means to support a substrate (20); an array of 
scanning probe tips, as shown in Figure 8; and an analyzer coupled to the scanning 
array. As to the limitation of providing an array that is "capable of scanning nanocodes", 
the examiner argues that given the device of Ashby et al. is an atomic force microscope 
that is used to measure on the atomic level, the array of Ashby et al. would inherently 
have the capability of measuring nanocodes, as it does with measuring small molecules 
and proteins, among the many other uses available to an atomic force microscope. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
2003/0033863 (Ashby et al.) in view of US 5,047,633 (Finlan et al.). 

With respect to the limitation of claim 4, the reference to Ashby 
et al. fails to expressly recite that the scanning array is a three by three array. The 
reference to Finlan et al. discloses an apparatus for imaging macromolecules and 
interactions involving macromolecules, whereby an array of probes (13) is utilized to 
perform the imaging. One example, as shown in Figure 4, shows a four by four array of 
scanning probes. It is the examinees position that one of ordinary skill in the art would 
have the requisite ability to create a scanning array as large or as small as the operator 

wishes in order to take advantage of the number of sample needed to be scanned, as 

/ 

well as to more quickly scan a plurality of samples. 



Allowable Subject Matter 

7. Claims 20-24 and 30-32 would be allowable if rewritten or amended to overcome 
the rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 



8. Claims 33-37 are allowable. 
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Response to Arguments 

9. Applicant's arguments filed 15 March 2006 have been fully considered but they 
are not persuasive. 

With respect to applicants 1 argument that the reference to Ashby et al. fails to 
disclose a scanning array simultaneously scanning a surface, page 8, lines 5-11, the 
examiner respectfully disagrees with applicants 1 arguments for the following reasons: 
First, the reference to Ashby et al. discloses an array of probes that may have 
independent means for position control. Moreover, the reference discloses that a single 
piezo element may control the z-axis position of the entire array, paragraph [0044]. This 
would appear to suggest simultaneous scanning of the array. Second, the array of 
Ashby et al. does disclose scanning a surface area. In this instance a surface area is 
comprised of individual surfaces; however, the array would also inherently work on a 
single substrate. As to applicants' argument that Ashby et al. fail to use more than one 
AFM head to analyze an individual sample area, the examiner argues that the claim 
language does not recite "an individual sample area". The claim recites "a surface area" 
which can be interpreted as one or more surface areas. The article "a" can mean one 
or more; therefore, the reference to Ashby et al. would read upon a surface area. 
Additionally, contrary to applicant's position, it appears that each probe, as shown in 
applicants' Figure 7, has its own individual scanning area. It doesn't appear from the 
drawing figure that one area of a substrate undergoes scanning from multiple probes, 
as applicants' suggest. Regardless of how one frames the argument, applicants' 
invention has a natural division of the substrate as well. Each probe is responsible for 
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an area defined by the range of the piezos used to actuate the cantilevers. For 
instance, the third probe in the third array does not scan the same area as the first 
probe of the first area, so it would appear that applicants' scanning array works in a 
similar fashion to that disclosed in Ashby et al. 

With respect to applicants' argument that the reference to Ashby et al. fails to 
disclose an analyzer, the examiner respectfully disagrees. The reference to Ashby et 
al. discloses an AFM for high throughput analysis. In order to perform an analysis, one 
needs to provide means for analysis. This is what the processor of an AFM does. The 
reference further discloses that test substances are made to interact with proteins, small 
molecules, biomolecules, and other molecules on a surface, and these interactions are 
investigated, paragraph [0039]. These interactions that are investigated are the ' 
characteristics and properties of both the test substances and the unknown material on 
the surface. 

With respect to applicants 1 argument that the reference to Finlan et al. fails to 
teach a scanning array or a 3X3 array, the examiner respectfully disagrees. The' 
examiner concedes that Finlan et al. discloses that surface can be divided up into a 
plurality of cells and monitoring each cell with a single; however, that appear to be only 
one option to the invention proposed by Finlan et al. Figures 2, 3, and 9 appear to show 
an array of provide progressing across an undivided substrate. Moreover, applicants' 
argue scanning an array of probes over an individual sample area. As was argued 
previously, the claims language does not recite "an individual sample area". 
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Conclusion 

1 0. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel S. Larkin whose telephone number is 571-272- 
2198. The examiner can normally be reached on 8:00 AM - 5:00 PM Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hezron Williams can be reached on 571-272-2208. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 



; 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Daniel Larkin 
AU 2856 
30 May 2006 
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